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-Th MAILING DATE of this communication app ars on the cover sh et with the correspondence address - 

THE REPLY FILED 24 January 2002 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE, 
i herefore, further aciion by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) H^The period for reply expires «3 months from the mailing date of the final rejection. 

b) The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 
event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 
706.07(0. 

Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 
37 CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in 
(b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

1 □ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1 .1 92(a), or any extension thereof (37 CFR 1 .1 91 (d)), to avoid dismissal of the appeal. 

2. Q The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. D Applicant's reply has overcome the following rejection(s): . 

4. Q Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. D The a)D affidavit, b)D exhibit, or c)S request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: see attachment . 

6. D The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. ^ For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)S will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 
Claim(s) allowed: none . 

Claim(s) objected to: . 

Claim(s) rejected: 31. 33-35. 37-39. 41-43. 45-46 . 
Claim(s) withdrawn from consideration: . 

8. D The proposed drawing correction filed on is a)D approved or b)D disapproved by the Examiner. 

9. D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10.13 Other: see attached references 
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ADVISORY ACTION 

1. Claims 31, 33-35, 37-39, 41-43, and 45-46 are pending in the application. 

2. Applicants allege in the amendment filed in Paper No. 19, filed 1/24/2002, that the 103(a) 
rejection applied to claims 31, 33-34 and 41-42 over Rose et al. (GenBank accession number 
Z49617) in view of Nozaki et al. (US Patent No. 4,997,767) and the 103(a) rejection applied to 
claims 35, 37-38, 43, 45-46 over Lye et al. (GenBank accession number Z49260) are not in 
compliance with the notice requirement of 35 U.S. C. 132. According to the records of the 
instant application, two Notices of References Cited (PTO-892) have been sent to Applicant in 
Paper No. 1 1, mailed on 9/13/2000, and in Paper No. 16, mailed 3/27/2001, indicating that the 
cited references were sent to Applicant by the previous Examiner of record. Also, according to 
the records of the instant application, the reasons for applying said rejections have been 
extensively discussed in the previous Office Actions. In any event, copies of the Rose et al. and 
Lye et al. references (alignments) are being forwarded to Applicants with this action. 

3 . Applicants argue that the creation dates relied on by the Examiner to determine the public 
availability of Rose et al. (GenBank accession number Z49617, October 6, 1995) and Lye et al. 
(GenBank accession number Z49260, May 16, 1995) are not the dates when such references 
were available to the public. After communications with representatives of GenBank and 
EMBL, which is the database where these sequences were originally filed, it was indicated that 
the creation dates are the dates when these entries first become available to the public . 
According to their records, the creation dates for entries Z49617 and Z49260 are October 6, 1995 
and May 16, 1995. Therefore, these references are considered valid prior art over Applicant's 
earliest priority date of August 7, 1996. 
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4. In regard to the 103(a) rejection of claims 3 1, 33-34, and 39, 41-42, which is discussed 
in previous Office Actions, Applicants argue that while the entire yeast genome had been largely 
sequenced at the time the invention was made and open reading frames were identified, the 
claimed compositions would be neither anticipated nor obvious. Applicants further argue that 
the instant invention requires the coding sequence to be operatively joined to a promoter and that 
there was no motivation to select an open reading frame of unknown function, link it to an 
operative promoter, and express it in a vector. These arguments have been fully considered but 
are not found persuasive because once an open reading frame is known, one of ordinary skill in 
the art is motivated to insert the open reading frame in a vector with an operably linked promoter 
in order to characterize the protein encoded by such open reading frame. The existence of many 
open reading frames of unknown function does not eliminate the motivation to insert the open 
reading frame sequence into a vector to characterize the protein. On the contrary, one of skill in 
the art is highly motivated to determine the function of proteins encoded by unknown open 
reading frames. 

5. In regard to the 103(a) rejection of claims 35, 37-38 and 43, 45-46, which is discussed in 
previous Office Actions, Applicants argue that Lye discloses computer predictions of thousands 
of possible coding sequences and does not disclose any gene or gene product. Applicants also 
argue that the Examiner uses Applicant's own disclosure to select one of many Saccharomyces 
genes and to provide motivation to recombine it in an expression vector. Furthermore, 
Applicants argue that in the absence of any evidence for function, there would be no motivation 
to select out one of the thousands of yeast ORFs of unknown function. These arguments have 
been fully considered but are not found persuasive because once an open reading frame is known 
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or even predicted, one of ordinary skill in the art is motivated to insert the open reading frame in 
a vector with an operably linked promoter in order to characterize the protein encoded by such 
open reading frame . The existence of many open reading frames of unknown function does not 
eliminate the motivation to insert the open reading frame sequence into a vector to characterize 
the protein. On the contrary, one of skill in the art is highly motivated to determine the function 
of proteins encoded by unknown open reading frames. Constructing a vector comprising the 
polynucleotide of SEQ ID NO: 3 or a vector comprising a polynucleotide which will hybridize 
under stringent conditions to SEQ ID NO: 3, and transforming a host cell to express the 
corresponding protein would have been obvious to one of skill in the art at the time the invention 
was made once it was known that said sequence was an open reading frame. In response to 
Applicant's argument that the Examiner's conclusion of obviousness is based upon Applicant's 
disclosure, it must be recognized that any judgment on obviousness is in a sense necessarily a 
reconstruction based upon hindsight reasoning. But so long as it takes into account only 
knowledge which was within the level of ordinary skill at the time the invention was made, and 
does not include knowledge gleaned only from Applicant's disclosure, such reconstruction is 
proper. See/w re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). Moreover, the 
motivation disclosed in Applicant's disclosure is not the same motivation provided by the 
Examiner. 

6. The request for consideration is acknowledged. The amendment filed on 1/24/2002 
under 37 CFR 1 . 1 16 in reply to the final rejection has been considered but is not deemed to place 
the application in condition for allowance. For Appeal purposes, the status of the pending 
claims is as follows: 
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Claims allowed: NONE 

Claims rejected: 31, 33-35, 37-39, 41-43, 45-46 

Claims objected: NONE 
7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Delia M. Ramirez whose telephone number is (703) 306-0288. 
The examiner can normally be reached on Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Ponnathapura Achutamurthy can be reached on (703) 308-3804. Any inquiry of 
a general nature or relating to the status of this application or proceeding should be directed to 
the receptionist whose telephone number is (703) 308-0196. 



DR 

February 15, 2002 



Delia M. Ramirez, Ph.D. 
Patent Examiner 
Art Unit 1652 
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